To: Now Y oga, LL C (admin@thetrademarkcompany.com)

Subject: U.S. TRADEMARK APPLICATION NO. 85677969 - NOW YOGA AND
FITNESS - N/A - Request for Reconsideration Denied - No Appeal Filed

Sent: 5/21/2014 1:12:22 PM

Sent As: ECOM104@USPTO.GOV

Attachments:

UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)

OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 85677969

MARK: NOW YOGA AND FITNESS

*85677969*

CORRESPONDENT ADDRESS:
MATTHEW H. SWYERS, ESQ.
344 MAPLE AVE STE 151
VIENNA, VA 22180 GENERAL TRADEMARK INFORMATIOI
http://www.uspto.gov/trademar ks/index.jsp

APPLICANT: Now Yoga, LLC

CORRESPONDENT’'S REFERENCE/DOCKET NO :
N/A

CORRESPONDENT E-MAIL ADDRESS:
admin@thetrademarkcompany.com

REQUEST FOR RECONSIDERATION DENIED
ISSUE/MAILING DATE: 5/21/2014
This Office action isin response to applicant’s communication filed on April 29, 2014.
The trademark examining attorney has carefully reviewed applicant’ s request for reconsideration and is
denying the request for the reasons stated below. See 37 C.F.R. §2.64(b); TMEP 88715.03(a)(2)(B),
(@(2)(E), 715.04(a). The requirement(s) and/or refusal(s) made final in the Office action dated October
29, 2013 are maintained and continue to be final. See TMEP 88715.03(a)(2)(B), (a)(2)(E), 715.04(a).
In the present case, applicant’ s request has not resolved all the outstanding issue(s), nor doesit raise a

new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the fina
Office action. In addition, applicant’s analysis and arquments are not persuasive nor do they shed new
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light on the issues.

More specificaly, the applied-for mark, as previously stated, is similar in commercia impression to the
cited registration, with both marks using “NOW?” in conjunction with the word “Y OGA,” with no other
distinguishing wording. In arguing against the refusal, applicant has submitted printouts of third-party
registrations for marks containing the wording NOW to support the argument that this wording is weak,
diluted, or so widely used that it should not be afforded a broad scope of protection. The weakness or
dilution of a particular mark is generally determined in the context of the number and nature of similar
marks in use in the marketplace in connection with similar goods and/or services. See Nat'| Cable
Television Ass'n, Inc. v. Am. Cinema Editors, Inc., 937 F.2d 1572, 1579-80, 19 USPQ2d 1424, 1430 (Fed.
Cir. 1991); InreE. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A.
1973). Evidence of weakness or dilution consisting solely of third-party registrations, such as those
submitted by applicant in this case, is generally entitled to little weight in determining the strength of a
mark, because such registrations do not establish that the registered marksidentified therein are in actual
use in the marketplace or that consumers are accustomed to seeing them. See AMF Inc. v. Am. Leisure
Prods., Inc., 474 F.2d 1403, 1406, 177 USPQ 268, 269 (C.C.P.A. 1973); Inre Davey Prods. Pty Ltd., 92
USPQ2d 1198, 1204 (TTAB 2009); Inre Thor Tech, Inc., 90 USPQ2d 1634, 1639 (TTAB 2009);
Richardson-Vicks Inc. v. Franklin Mint Corp., 216 USPQ 989, 992 (TTAB 1982). Furthermore, the
registrations cited by applicant use the word “NOW?” in conjunction with other wording that creates a
secondary meaning not present in the applied-for mark.

In addition, applicant argues that registrant’s services differ from the services of applicant, as do the
relevant channels of trade. With respect to applicant’s and registrant’ s goods services, the question of
likelihood of confusion is determined based on the description of the services stated in the application and
registration at issue, not on extrinsic evidence of actual use. See, e.g., Coach Servs,, Inc. v. Triumph
Learning LLC, 668 F.3d 1356, 1369-70, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012); Octocom Sys. Inc. v.
Hous. Computers Servs. Inc., 918 F.2d 937, 942, 16 USPQ2d 1783, 1787 (Fed. Cir. 1990). Here, the
description of servicesin both the application and the registration are identical, being “yogainstruction.”

Absent restrictions in an application and/or registration, the identified services are “ presumed to travel in
the same channels of trade to the same class of purchasers.” Inre Viterralinc., 671 F.3d 1358, 1362, 101
USPQ2d 1905, 1908 (Fed. Cir. 2012) (quoting Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d
1261, 1268, 62 USPQ2d 1001, 1005 (Fed. Cir. 2002)). Here, there are no restrictions in the identifications
of either the applicant or the registrant.

Accordingly, the request is denied.

Thefiling of arequest for reconsideration does not extend the time for filing a proper response to afina
Office action or an appea with the Trademark Trial and Appeal Board (Board), which runs from the date
the final Office action wasissued/mailed. See 37 C.F.R. §2.64(b); TMEP §715.03, (8)(2)(B), (a)(2)(E),

(©).

If time remains in the six-month response period to the fina Office action, applicant has the remainder of
the response period to comply with and/or overcome any outstanding final requirement(s) and/or refusal(s)
and/or to file an appeal with the Board. TMEP §715.03(a)(2)(B), (c). However, if applicant has aready
filed a timely notice of appeal with the Board, the Board will be notified to resume the appeal. See TMEP
§715.04(a).



| Zachary B. Cromer /
Trademark Attorney

Law Office 104

Phone: (571) 272-6089
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Attachments:

UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

USPTO OFFICE ACTION (OFFICIAL LETTER) HASISSUED
ON 5/21/2014 FOR U.S. APPLICATION SERIAL NO. 85677969

Please follow the instructions bel ow:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.qgov, enter the U.S.
application serial number, and click on “Documents.”

The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.

(2) TIMELY RESPONSE IS REQUIRED: Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period. Your response deadline will be calculated
from 5/21/2014 (or sooner if specified in the Office action). For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.

Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions. Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response forms.jsp.

(3 QUESTIONS: For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney. For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

WARNING

Failure to file the required response by the applicable response deadline will result in the
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ABANDONMENT of your application. For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basi cs/abandon.sp.

PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations. These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document. Many solicitations require
that you pay “fees.”

Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation. All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.” For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation warnings.jsp.
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